United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
Doited States Patent and Trademark Ofltce 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Vtiginia 223 13-1450 
www.uspco.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/691.212 



10/21/2003 



09/20/2006 



34456 7590 

LARSON NEWMAN ABEL 
POLANSKY & WHITE, LLP 
5914 WEST COURTYARD DRIVE 
SUITE 200 
AUSTIN, TX 78730 



Andrew W. Dombusch 



025.0009 



8353 



EXAMINER 



CHU, CHRIS C 



ART UNIT 



PAPER NUMBER 



2815 

DATE MAILED: 09/20/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



(Rev. 10/03) 



OffiCB Action SufnmBfv 


Application No. 

10/691,212 


Applicant(s) 
DORNBUSCH ETAL 


Examiner 

Chris C Chu 


Art Unit 
2815 





- r/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and vAW expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this conrununication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed or. G5 July 2006 . 

2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e. 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

Q)M Claim(s) 1 - 29 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1121(d). 

II) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. G Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Informal Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOU326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20060914 



Application/Control Number: 10/691,212 



Art Unit: 2815 



Page 2 



DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment filed on July 5, 2006 has been received and entered in the case. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

3. Claims 1 - 3, 5 ~ 7 and 21 - 23 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Hikita et al. (U. S. Pat. No. 6,396,154). 

Regarding claim 1, Hikita et al. discloses in e.g., Fig. 1 an integrated circuit (the 
semiconductor device in Fig. 1; column 3, Unes 49 - 53) comprising: 

- a semiconductor substrate (the substrate of the chip 2; column 6, lines 23 - 3 1) having 
a first pair of bonding pads (P23 and P24; column 4, lines 10 and 1 1) conducting a 
differential output signal thereon (column 4, lines 4 - 20) and adapted to be coupled 
to an input of a first external filter (222; see e.g.. Fig. 1 and column 4, lines 10 - 13), 
and a second pair of bonding pads (P21 and P22) conducting a differential input 
signal thereon and adapted to be coupled to an output of said first external filter (221; 
see e.g., Fig. 1 and column 4, lines 10-13); and 
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- an integrated circuit package (1 and 40; see Fig. 2 and column 3, line 54) 
encapsulating said semiconductor substrate (the substrate of the chip 2) and having 
first (PI 3 and PI 4) and second (PI 1 and PI 2) terminal pairs corresponding and 
coupled to said first and second pairs of bonding pads, respectively (see e.g., Fig. 1), 

- wherein said first and second terminal pairs (PI 1 ~ P14) are separated by a first 
predetermined distance (the distance between the elements PI 1 - P14; see e.g., Fig. 
1) sufficient to maintain an input-to-output isolation therebetween of at least a first 
predetermined amount (the amount of the gap between the elements 221 and 222). 

Furthermore, it has been held that the recitation that an element is "adapted to" perform a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 2, Hikita et al. discloses in e.g., Fig. 1 said first predetermined amount 
(the amount of the gap between the elements 221 and 222) corresponding to an attenuation in a 
stopband of said first external filter (22; see e.g., Fig. 1). 

Regarding claim 3, Hikita et al. discloses in e.g., Fig. 1 said fu-st (P13 and P14) and 
second (PI 1 and PI 2) terminal pairs being located along a first side of said integrated circuit 
package (1 and 40) and separated by a first plurality of intervening terminals (the pads 12 that 
are located between the line of PI 1 - P12 and the other line of P13 - P14; see e.g., Fig. 1). 

Regarding claim 5, the Umitation "said first pluraUty of intervening terminals comprises 
at least one power supply terminal" is an intended use language that does not structurally or 
patentably distinguish the claimed invention fi-om the structure as disclosed by Hikita et al. 
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Furthermore, since any one of the first plurality of intervening terminals is capable of performing 
as a power supply terminal, Hikita et al. fiiUy meets this limitation. 

Regarding claim 6, Hikita et al. discloses in e.g., Fig. 1 first (PI 3) and second (PI 4) 
terminals of said first terminal pair (PI 3 and PI 4) being "adjacent" to one another (see e.g., Fig. 
1), and first (PI 1) and second (PI 2) terminals of said second terminal pair (PI 1 and PI 2) are 
"adjacent" to one another (see e.g., Fig. 1). 

Regarding claim 7, Hikita et al. discloses in e.g.. Fig. 1 said first (P13 and P14) and 
second (PI 1 and PI 2) terminal pairs being located at opposite ends of said first side of said 
integrated circuit package (1; see e.g., Fig, 1). 

Regarding claim 21, Hikita et al. discloses in e.g.. Fig. 1 an integrated circuit comprising: 

- a semiconductor substrate (the substrate of the chip 2) having a first pair of bonding 
pads (P23 and P24) conducting a differential output signal thereon (column 4, lines 4 
- 20) and adapted to be coupled to an input (222) of an external filter (22), and a 
second pair of bonding pads (P21 and P22) conducting a differential input signal 
thereon and adapted to be coupled to an output (221) of said external filter (22; see 
e.g., Fig. 1); and 

- an integrated circuit package (1 and 40) encapsulating said semiconductor substrate 
(the substrate of the chip 2) and havmg at least first and second sides, and comprising 
a first pair of terminals (PI 3 and PI 4) located at a first end of said first side and 
coupled to said first pair of bonding pads (see e.g., Fig. 1), and a second pair of 
terminals (PI 1 and PI 2) located at a second end of said first side opposite said first 
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end and coupled to said second pair of bonding pads (see e.g.. Fig. 1 and column 4, 
lines 21 -32). 

Furthermore, it has been held that the recitation that an element is "adapted to" perform a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 22, Hikita et al. discloses in e.g., Fig. 1 said integrated circuit package 
comprising four sides. 

Regarding claim 23, Hikita et al. discloses in e.g., Fig. 1 said integrated circuit package 
further comprises a thin quad flat package (TQFP; since the package of Hikita et al. is a "thin", 
four sides and flat, the Hikita et al. fully meets this linfiitation.). 

4. Claims 15 - 19 are rejected under 35 U.S.C. 102(b) as being anticipated by Dreifiis et al. 
(U. S. Pat. No. 5,576,589). 

Regarding claim 15, Dreifus et al. discloses in e.g., Fig. 2 an integrated circuit 
comprising: 

- a semiconductor substrate (21; column 6, line 38) having first, second, third, and 
fourth quadrants having respective first, second, third, and fourth bonding pads (26; 
see e.g.. Fig. 2) located therein (see e.g.. Fig. 2), said semiconductor substrate (21) 
including a first circuit (25, at the right-side) adapted to be coupled to a first external 
filter (24, at the right-side) coupled to said fu-st circuit through said first and second 
bonding pads (26, at the right-side), and a second circuit (25, at the lefl-side) adapted 
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to be coupled to a second external filter (24, at the left-side) coupled to said second 
circuit through said third and fourth bonding pads (26, at the left-side); and 
- an integrated circuit package (the external integrated circuits device that is attached to 
the element 21; column 6, lines 33 and 34) encapsulating said semiconductor 
substrate (21) and having first, second, third, and ft)urth terminals (the pads on the 
external integrated circuits device that are attached to the elements 26) corresponding 
and coupled to said first, second, third, and ft>urth bonding pads, respectively (see 
e.g., Fig. 2 and column 6, lines 33 and 34). 
Furthermore, it has been held that the recitation that an element is "adapted to" perform a 
fiinction is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

Regarding claim 16, Dreifus et al. discloses in e.g., Fig. 2 said first and second circuits 
(25s in the both sides) comprising portions of radio frequency (RF) receivers (column 8, lines 20 
-22). 

Regarding claim 17, the Umitation "said first circuit comprises a portion of a satelUte 
receiver and said second circuit comprises a portion of a terrestrial receiver" is an intended use 
language that does not structurally or patentably distinguish the claimed invention from the 
structure as disclosed by Dreifiis et al. Furthermore, since any one of the first and second circuits 
are capable of performing as a satellite receiver or a terrestrial receiver, Dreifiis et al. fully meets 
this limitation. 

Regarding claim 18, Dreifiis et al. discloses in e.g., Fig. 2 said fu-st and second circuits 
(25s in the both sides) having "substantially" the same layout (see e.g., Fig. 2). 
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Regarding claim 19, Dreifus et al. discloses in e.g., Fig. 2 said first and second circuits 
(25s in the both sides) being adapted to be coupled to first and second external surface acoustic 
wave (SAW) filters (24; column 6, lines 36 - 46), respectively (see e.g., Fig. 2). Furthermore, it 
has been held that the recitation that an element is "adapted to" perform a function is not a 
positive limitation but only requires the ability to so perform. It does not constitute a limitation in 
any patentable sense. In re Hutchison, 69 USPQ 138. 

5. Claims 26, 27 and 29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hazama et al. (U. S. Pat. No. 4,296,391). 

Regarding claim 26, Hazama et al. discloses in e.g.. Fig. 9B an integrated circuit 
comprising: 

- adjacent first (41; column 9, lines 67 - 68) and second (41') terminals at a first end of 
a furst side of the integrated circuit (20; column 7, Une 34) adapted to be coupled to a 
differential input (23 and 26; column 9, line 65) of a first external filter (the VHF 
filter; column 9, line 66); 

- adjacent third (42; column 10, lines 1 and 2) and fourth (42') terminals at a second 
end of said first side of the integrated circuit (20) adapted to be coupled to a 
differential output (24 and 25; column 9, line 68) of said first external filter (the VHF 
filter; see e.g., Fig. 9B); 

- adjacent fifth (43; column 10, line 5) and sixth (43') terminals at a first end of a 
second side of the integrated circuit (20) adapted to be coupled to a differential input 
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(29 and 32; column 10, line 2) of a second external filter (the UHF filter; column 10, 
line 3); and 

- adjacent seventh (44; column 10, line 8) and eighth (44') terminals at a second end of 
said second side of the integrated circuit (20) adapted to be coupled to a differential 
output (30 and 31; column 10, lines 5 and 6) of said second external filter (the UHF 
filter; see e.g.. Fig. 9B). 
Regarding claim 27, Hazama et al. discloses in e.g.. Fig. 9B the integrated circuit 
comprises a quad flat package (since the package of Hazama et al. has four sides and flat, the 
Hazama et al. fiilly meets this limitation.). 

Regarding claim 29, Hazama et al. discloses in e.g.. Fig. 9B each of said first and second 
external filters comprising a surface acoustic wave (SAW) filter (column 4, lines 60 - 63). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 4, 8 - 14, 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hikita et al. 

Regarding claims 4 and 1 1, while Hikita et al. discloses the use of the first (claim 4 and 
claim 1 1) and second (claim 11) pluralities of intervening terminals, Hikita et al. does not 
disclose the specific number of the first and second pluralities of intervening terminals. It would 
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have been obvious to one having ordinary skill in the art at the time of the invention was made to 
determine the first and second pluralities of intervening terminals being twelve terminals, since it 
has been held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

Regarding claim 8 and 25, while Hikita et al. discloses the use of the semiconductor 
substrate and the integrated circuit package, Hikita et al. does not disclose third and fourth pair of 
bonding pads in the semiconductor substrate and third and fourth terminal pairs in the integrated 
circuit package. It would have been obvious to one having ordinary skill in the art at the time 
when the invention was made to duplicate the first and second pair of bonding pads onto a 
portion of a bigger semiconductor substrate to have the third and fourth pairs of bonding pads, 
also duplicating the first and second terminal pairs to have third and fourth terminal pairs in the 
integrated circuit package, since it has been held that mere duplication of the essential working 
parts of a device involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 
USPQ 8. 

Regarding claim 9, Hikita et al., as modified, discloses said first and second 
predetermined amounts (the amount of the gaps between the circuits in the filters) corresponding 
to differences between an attenuation in a stopbands of said first and second external fihers, 
respectively. 

Regarding claim 10, Hikita et al., as modified, discloses said first and second terminal 
pairs being located along a first side of said integrated circuit package (1) and separated by a first 
plurality of intervening terminals and said third and fourth terminal pairs being located along a 



Application/Control Number: 10/691,212 Page 10 

Art Unit: 2815 

second side of said integrated circuit package and separated by a second plurality of intervening 
terminals. 

Regarding claim 12, the limitation "said first and second pluralities of intervening 
terminals comprises at least one power supply terminal" is an intended use language that does 
not structurally or patentably distinguish the claimed invention from the structure as disclosed by 
Hikita et al. Furthermore, since any one of the first and second pluralities of intervening 
terminals is capable of performing as a power supply terminal, Hikita et al. fully meets this 
limitation. 

Regarding claim 13, Hikita et al., as modified, discloses first and second terminals of 
each of said first, second, third, and fourth terminal pairs being adjacent to one another. 

Regarding claim 14, Hikita et al., as modified, discloses said first and second terminal 
pairs being located at opposite ends of said first side of said integrated circuit package and said 
third and fourth terminal pairs being located at opposite ends of said second side of said 
integrated circuit package. 

Regarding claim 24, while Hikita et al. discloses the use of the thin quad flat package 
(TQFP), Hikita et al. does not disclose the specific number of the terminals having 64-lead 
TQFP. It would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to determine the thin quad flat package (TQFP) having 64-leads, since it has 
been held that discovering an optimum value of a result effective variable involves only routine 
skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980) 
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8. Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dreifus et ai. in 
view of Hayashi (U. S, Pat. No. 6,329,715). 

While Dreifus et al. discloses the use of the first, second, third and fourth bonding pads, 
Dreifus et al. does not disclose fifth, sixth, seventh, and eighth bonding pads. Hayashi teaches in 
e.g.. Fig. 1 a semiconductor substrate (1; column 7, lines 41 - 50) comprising fifth (301), sixth 
(302), seventh (303), and eighth (304) bonding pads respectively located in said first, second, 
third, and fourth quadrants (see e.g., Fig. 1) and forming complementary signal pairs with signals 
conducted on said fu^st (32), second (311), third (312), and fourth (33) bonding pads, respectively 
(see e.g.. Fig. 1 and column 7, lines 53 - 56). It would have been obvious to one of ordinary 
skill in the art at the time when the invention was made to apply the fifth, sixth, seventh, and 
eighth bonding pads of Hayashi onto the semiconductor substrate of Dreifus et al. as taught by 
Hayashi to provide ground pads for grounding (column 8, lines 47 and 48). 

9. Claim 28 is rejected under 35 U.S.C. 103(a) as being unpatentable over Hazama et al. 
While Hazama et al. discloses the use of the terminals, Hazama et al. does not disclose 

the number of the terminal being sixty four and assignment of pin numbers to the terminals. It 
would have been obvious to one having ordinary skill in the art at the time when the invention 
was made to determine the terminals beuig sixty four and to assign pin numbers to the terminals, 
since it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art for the purpose of defining and identifying which operation each 
terminal would perform within the integrated circuit. Furthermore, see In re Boesch, 617 F. 2d 
272, 205 USPQ 215 (CCPA 1980) for the optunum value. 
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Response to Arguments 

10. Applicant's arguments filed on July 5, 2006 have been fully considered but they are not 
persuasive. 

On page 9, appUcant argues that the pads by which they are interconnected in Hikita have 
no corresponding terminals on the mtegrated circuit package. This argument is not persuasive 
since it attempts to distinguish the claim from Hikita merely through semantics. Whether one 
refers to elements (PI 1 - P14) as terminals or bonding pads, there are no structural or functional 
differences. Thus, applicant's arguments, "Hikita does not show or suggest, at least, 'an 
integrated circuit package . . . having first and second terminal pairs corresponding and coupled 
to said first and second pairs of bonding pads, respectively' as recited in claim 1, or 'an 
integrated circuit package . . . comprising a first pair of terminals located at a first end of said fu"st 
side and coupled to said first pair of bonding pads, and a second pair of terminals located at a 
second end of said first side opposite said first end and coupled to said second pair of bonding 
pads' as recited in claim 21" are not persuasive because Hikita et al. clearly shows in Fig. 1 an 
integrated circuit package (the package 40; see Fig. 1, Fig. 2 and column 5, lines 21 and 22) . . . 
having first (PI 3 and PI 4) and second (PI 1 and PI 2) terminal pairs corresponding and coupled 
to said first (P23 and P24) and second (P21 and P22) pairs of bonding pads, respectively (see 
Fig. 1 and Fig. 2) as recited in claim 1 and an integrated circuit package (40) . . . comprising a 
first pair of terminals (PI 3 and PI 4) located at a first end of said first side and coupled to said 
first pair of bonding pads (P23 and P24; see e.g., Fig. 1), and a second pair of terminals (PI 1 and 
P12) located at a second end of said first side opposite said first end (see e.g., Fig, 1) and coupled 
to said second pair of bonding pads (P21 and P22) as recited in claim 21 . 
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Further, applicant argues, "[T]the Examiner has failed to show how the capability 
limitations: 'a first pair of bonding pads . . . adapted to be coupled to an input of a first external 
filter' and 'and a second pair of bonding pads . . . adapted to be coupled to an output of said first 
external filter' recited in claim 1. This argument is not persuasive because the term "adapted to" 
in the claims simply expresses the intended result of a device positively recited, not change the 
substance of the invention. SttMinton v. Natl Ass 'n of Securities Dealers, Inc, 336 F,3d 1373, 
1381, 67 USPQ2d 1614, 1620 (Fed. Cir. 2003). In this case, Hikita et al.'s semiconductor device 
(2) clearly shows in e.g.. Fig. 1 a first pair of bonding pads (P23 and P24; column 4, lines 10 and 
11)... adapted to be coupled to an input of a first external filter (222; see e.g.. Fig. 1 and column 
4, lines 10-13), and a second pair of bonding pads (P21 and P22) . . . adapted to be coupled to 
an output of said first external filter (221; see e.g.. Fig. 1 and column 4, lines 10 - 13). 

Next, apphcant argues, "Dreifiis does not disclose a circuit adapted to be coupled to an 
external filter, but rather a surface acoustic wave (SAW) device having unconnected contact pads 
26. In other words, it is not a circuit but is merely a single circuit element". This argument is not 
persuasive since it attempts to distinguish the claim from Dreifiis merely through semantics. 
Whether one refers to element (SAW) as a circuit or a single circuit element, there are no 
structural or functional differences. Furthermore, since the claim 15 does not specifically claim 
that the terminals of a package are not terminals of a chip but terminals of printed circuit board, a 
reasonable interpretation of the terms "terminals of a package" includes the structure taught by 
Dreifus. Thus, Dreifiis et al. discloses in e.g., Fig. 2 a semiconductor substrate (21; column 6, 
line 38) . . . including a first circuit (25, at the right-side) . . . and a second circuit (25, at the lefl:- 
side) and an integrated circuit package (the external integrated circuits device that is attached to 
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the element 21; column 6, lines 33 and 34) encapsulating said semiconductor substrate (21) and 
having first, second, third, and fourth terminals (the pads on the external integrated circuits 
device that are attached to the elements 26) corresponding and coupled to said first, second, 
third, and fourth bonding pads, respectively (see e.g., Fig, 2 and column 6, Unes 33 and 34) as 
recited in claim 15 (see paragraph four of this Office action for more detail). 

Next, appUcant argues, "Hazama does not disclose or suggest that the SAW filter element 
itself is or is adapted to be coupled to an external filter". This argument is not persuasive because 
the term "adapted to" in the claims simply expresses the intended result of a device positively 
recited, not change the substance of the invention. See Minton v, Nat 7 Ass *n of Securities 
Dealers, Inc., 336 F.3d 1373, 1381, 67 USPQ2d 1614, 1620 (Fed. Cir. 2003). In this case, 
Hazama et al.'s semiconductor device discloses in e.g.. Fig. 9B adjacent first (41; column 9, lines 
67 - 68) and second (41') terminals . , . adapted to be coupled to a differential input (23 and 26; 
column 9, line 65) of a first external filter (the VHF filter; column 9, line 66), adjacent third (42; 
column 10, lines 1 and 2) and fourth (42') terminals . . . adapted to be coupled to a differential 
output (24 and 25; column 9, line 68) of said first external filter (the VHF filter; see e.g., Fig. 
9B), adjacent fifth (43; column 10, line 5) and sixth (43') terminals . . . adapted to be coupled to a 
differential input (29 and 32; column 10, line 2) of a second external filter (the UHF filter; 
column 10, line 3), and adjacent seventh (44; column 10, line 8) and eighth (44') terminals ... 
adapted to be coupled to a differential output (30 and 31; column 10, lines 5 and 6) of said 
second external filter (the UHF filter; see e.g., Fig. 9B) as recited in claim 26 (see paragraph five 
of this Office action for more detail). 
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Next, applicant argues, "the two pairs of input terminals (VHF input terminals 41 and 
4l \ and UHF input terminals 43 and 43') are along the same side of the integrated circuit, and 
the two pairs of output terminals (VHF output terminals 42 and 42\ and UHF output terminals 
44 and 44') are along the same side of the integrated circuit". This argument is not persuasive 
because the terms such as "first side" and "second side" of the semiconductor device are merely 
relative terms, which do not structurally distinguish claimed structure over Hazama et al. In this 
case, the term "first side" reads as the upper side of the semiconductor device of Hazama et al. 
and the term "second side" reads as the down side of the semiconductor device of Hazama et al 
Thus, Hazama et al. fully anticipates the claimed limitations as set forth in claim 26 (see 
paragraph five of this Office action for more detail). 

Next, appUcant argues that the term "quad flat package" is not disclosed m [Dreifus] 
Hazama et al. This argument is not persuasive because since the package of Hazama et al. has 
four sides and flat, the Hazama et al. fiiUy meets this limitation. 

Finally, applicant argues, "in Hazama the elements considered to be the 'integrated 
circuit' is a SAW filter itself See col. 4, lines 60-63. Hazama does not show or suggest the 
usage of another SAW filter external to the integrated circuit". This argument is not persuasive 
because the claim 29 does not specifically claim that each of the first and second external filters 
is connected to another SAW filter external to the integrated circuit. Thus, a reasonable 
interpretation of the terms "first and second external filters" includes the structure taught by 
Hazama. 

For the above reasons, the rejection is maintained. 
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Conclusion 

THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this fmal action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this fmal action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this fmal action. 

Any inquiry concerning this conmiunication or earlier communications from the 
examiner should be directed to Chris C. Chu whose telephone number is 571-272-1724. The 
examiner can normally be reached on 11:30- 8:00. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Kenneth Parker can be reached on 571-272-2298. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubUshed apphcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
apphcations is available through Private PAIR only. 
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For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 



Chris C. Chu 
Examiner 
Art Unit 2815 



c.c. 

Thursday, September 14, 2006 





